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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

Information Disclosure Statement 

1. The information disclosure statement filed on 05/21/2004 has been acknowledged and 
considered by the Examiner. An initialed copy of the information disclosure statement is 
included in this correspondence. 

Claim Objections 

2. Claim 4 is objected to because of the following informalities: There is insufficient 
antecedent basis for the limitation "said substrate" in the claim (page 18, line 12). Appropriate 
correction is required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-5 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roehm etal (US 5,781,178 A, hereinafter "Roehm") in view of Yoshikawa etal (US 5,815,139 
A, hereinafter "Yoshikawa"). 
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As to independent Claims 1 and 4, Roehm teaches/suggests a pointing device and 
method for controlling movement of a cursor on a display screen in response to an external 
force applied by a user, said pointing device comprising: 

a plurality of switch contacts 73-75 including a set of directional contacts 84-99 that are 
electrically isolated from each other and that respectively have an associated direction, and a 
common contact unit 73 that is electrically isolated from the direction contacts (Roehm: col. 3, 
lines 49-58); 

a bridging contact 68 responsive to the external force applied by the user for bridging 
together at least one of said direction contacts with said common contact unit in accordance 
with magnitude and direction of the external force (Roehm: col. 4, lines 59-65); 

a processing unit 45 connected electrically to said switch contacts on a substrate 70, 
said processing unit 

detecting connected and disconnected states of said direction contacts with said 
common contact unit (Roehm: col. 3, lines 7-12; col. 5, lines 7-21), 

determining a net X vector component and a net Y vector component in accordance with 
the connected and disconnected states of said direction contacts as detected by said 
processing unit (Roehm: col. 5, lines 35-38; col. 6, lines 20-52), 

obtaining x and y displacement values (e.g., displacement = speed/time) based on the 
number of said direction contacts that were detected by said processing unit to be in the 
connected state, the displacement increasing in magnitude with the number of said direction 
contacts detected o be in the connected state (Roehm: col. 5, lines 35-38; col. 6, lines 20-52), 
and 

generating cursor control signals based on the x and y displacement values for 
repositioning the cursor on the display screen (Roehm: col. 6, lines 53-57). 
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Roehm does not disclose expressly selecting a scaling factor and multiplying the x and y 
vector components by said scaling factor. 

Yoshikawa, analogous in art to the teachings of Roehm, teaches/suggests an input 
device that is capable of controlling the speed of cursor movement in accordance with the force 
exerted on a button (Yoshikawa: col. 3, line 25-29). Additionally, Yoshikawa teaches/suggests 
selecting a scaling factor based on a force exerted on a button (i.e., resistance detected), the 
scaling factor increasing in magnitude with the force exerted on the button (Yoshikawa: col. 3, 
line 65 -col. 4, line 14; col. 10, lines 13-30), multiplying each of a net X vector component and a 
net Y vector component by the scaling factor to obtain x and y displacement values, respectively 
(Yoshikawa: col. 4, lines 5-17; col. 10, lines 20-24). 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to modify the teachings of Roehm such that a scaling factor was selected based 
on a force exerted on a button, as taught/suggested by Yoshikawa, thus resulting the scaling 
factor increasing in magnitude with number of direction contacts detected to be in the connected 
state (i.e., force exerted). 

The suggestion/motivation for doing so would have been to change cursor displacement 
in accordance with a force exerted on a button even when the "tilt" of the button remains 
unchanged (Yoshikawa: col. 3, line 65 -col. 4, line 4). 

As to Claim 2, Roehm teaches/suggests wherein the pointing device is provided with 
eight of the direction contacts 84-99 that are angularly space apart from each other (Roehm: 
col. 4, lines 12-15). 
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As to Claim 5, Roehm teaches/suggests a substrate 70 formed with said switch contacts 
73-75, and a press button 60 adapted for receiving the external force applied by the user, said 
press button being disposed adjacent to said substrate and being provided with said bridging 
contact 68 (Roehm: col. 3, lines 35-48). 

As to Claim 3, note the above discussion of Roehm and Yoshikawa with respect to 
independent Claim 1. 

Neither Roehm nor Yoshikawa disclose expressly wherein the scaling factor is equal to 1 
when the number of direction contacts detected to be in the connected state ranges from 1 to 3, 
the scaling factor equal to 2 when the connected state is 4, the scaling factor equal to 3 when 
the connected state is 5, and the scaling factor equal to 4 when the connected state is 6. 

Roehm teaches/suggests a scaling factor equal to 1 when a force of small magnitude is 
applied, a scaling factor equal to 2 when a small/medium force is applied, a scaling factor equal 
to 3 when a medium/large force is applied, and a scaling factor equal to 4 when a large force is 
applied (Yoshikawa: col. 7, lines 49-51; TABLE 1). As discussed in the above paragraphs 
regarding Claim 1, a smaller force is equal to a lower number of direction contacts detected to 
be in the connected state and a larger force is equal to a greater number of direction contacts 
detected to be in the connected state. 

It has been held by the U.S. Supreme Court that a difference in degree, and not in kind, 
is not a patentable difference over the prior art. American Road-Mach Co v. Pennock & Sharp Co, 
164 U.S. 26 (1896). The limitations of Claim 3 are different in degree (i.e., scaling factor of 1 in 
the event of 1-3 direction contact connections, etc.) with respect to the teachings of Roehm and 
Yoshikawa, but not in kind (i.e., selecting a scaling factor based on the number of direction 
contact connections detected). 
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At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to further modify the teachings of Roehm and Yoshikawa such that a scaling 
factor of 1 was selected when the number of direction contacts detected to be in the connected 
state ranges from 1 to 3, the scaling factor equal to 2 when the connected state is 4, the scaling 
factor equal to 3 when the connected state is 5, and the scaling factor equal to 4 when the 
connected state is 6. 

The suggestion/motivation for doing so would have been to provide a method for 
controlling movement of a cursor on a display screen that can conform to a user's preference 
regarding a sensitivity of the cursor movement. 

As to Claim 9, Roehm teaches/suggests wherein said press button 60 is mounted 
operably on said substrate 70, and said bridging contact 68 is a conductive carbon film that is 
spaced apart from the switch contacts 73-75 so as not to touch said switch contacts when the 
external force is not applied on said press button (Roehm: col. 3, lines 39-44; col. 4, lines 61- 
65). 

5. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roehm et 
al (US 5,781,178 A) and Yoshikawa et al (US 5,815,139 A) as applied to Claims 1-5 and 9 
above, and further in view of Tickle (US 5,670,988 A, hereinafter "Tickle"). 

As to Claim 6, Roehm teaches/suggests wherein said press button 60 defines a button 
axis 78 transverse to said substrate 70, each of said direction contacts 84-99 including a trunk 
section that extends in a respective radial direction relative to the button axis (Roehm: col. 3, 
lines 49-58; col. 4, lines 12-15), said common contact unit 73 including a central ring portion co- 
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axial with the button axis, and a plurality of angularly spaced apart trunk portions that extend 
radially from said ring portion, each of said trunk portions being disposed between a respective 
adjacent pair of said direction contacts (Roehm: col. 3, lines 49-58; col. 3, line 66 - col. 4, line 
2). 

Roehm does not disclose expressly branch portions on either the direction contacts or 
the common contact unit. 

Tickle, analogous in art to the teachings Roehm and Yoshikawa, teaches/suggests a 
pointing device comprising a button to control cursor movement on a display screen (Tickle: col. 
1, lines 8-10) comprising: direction contacts 42-45 with at least one branch section that extends 
in a circumferential direction relative to a button axis and that intersects a trunk section (Tickle: 
col. 4, lines 10-19; FIG. 5), and a common contact unit 41 including a plurality of branch 
portions, each of which extends in a circumferential direction relative to the button axis and 
intersects a trunk portion (Tickle: col. 4, lines 10-19; FIG. 5). 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to further modify the teachings of Roehm and Yoshikawa such that the trunks of 
the direction contacts and common contact unit comprised branches extending in a 
circumferential direction, as taught/suggested by Tickle. 

The suggestion/motivation for doing so would have been increase a number of 
conductor traces on the substrate and create a smaller resistance and larger current carrying 
area for electrons (Tickle: col. 4, lines 10-19). 

As to Claims 7 and 8, all of the claim limitations have already been discussed and met 
by references Roehm and Yoshikawa, as detailed in the above paragraphs regarding Claims 2 
and 3. 
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Conclusion 



6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Bates (US 5,172,101 A): see FIG. 6 

Lee (US 4,488,017): see FIGS. 4,10 

Yeh etal (US 6,282,798 B1): see col. 1, lines 25-34 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Alexander S. Beck whose telephone number is (571) 272-7765. The 
examiner can normally be reached on M-F, 8AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sumati Lefkowitz can be reached on (571) 272-3638. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



asb 

12/6/05 




SUMATI LEFKOWITZ 
SUPERVISORY PATENT EXAMINER 



